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DETAILED ACTION 

1. Claims 1-25 are pending on this application. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-25 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. The computer system must set forth a practical 
application of judicial exception to produce a real-world result. Benson, 409 U.S. at 71- 
72, 175 USPQ at 676-77. The invention is ineligible because it has not been limited to a 
substantial practical application. 

For a claimed invention to be statutory the claimed invention must produce a 
useful, concrete, and tangible result. The Courts have found that subject matter that is 
not a practical application or use of an idea, a law of nature or a natural phenomenon is 
not patentable. See, e.g., Rubber-Tip Pencil Co. v. Howard, 87 U.S. (20 Wall.) 498, 507 
(1874) ("idea of itself is not patentable, but a new device by which it may be made 
practically useful is"); Warmerman, 33 F.3d at 1360, 31 USPQ2d at 1759. 

For a claimed invention to be statutory under 35 U.S.C. 101 , the claims must 
have the FINAL RESULT (not the steps) produce a useful (specific, substantial, AND 
credible), concrete (substantially repeatable/ non-unpredictable), AND tangible (real 
world/ non-abstract) result. 
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If the specification discloses a practical application but the claim is broader than 
the disclosure such that it does not require the practical application, then the claim must 
be amended. A claim that recites a computer that solely calculates a mathematical 
formula is not statutory. 

In the present case, claim 1 describes a method to gather information from a 
user to perform a search in a search mechanism. The claim describes the steps 
executed by the method to gather the information to perform the search. However, after 
gathering the information from the user, nothing is being done with the information 
gathered. It is not applied to a device or presented to a user in a way that would make 
the use of the method useful and tangible. The information is kept in the search 
mechanism, which is considered a manipulation of abstract ideas (not tangible). Claims 
2-12 further describe the steps executed by the method but fail to provide a useful and 
tangible result from using the method. 

Claims 13-25 describe subject matter similar to that of claims 1-12 and are 
rejected on the same basis. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use or on sale in this country, more than one year prior to 
the date of application for patent in the United States. 



Application/Control Number: 10/727,444 Page 4 

Art Unit: 2129 

Claims 1-4, 9-16, 21-25 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Biebesheimer et al (US Patent Application #09/778,135, referred to as 
Biebesheimer). 

Claims 1, 13 and 25 

Biebesheimer anticipates a system and a method for gathering context-based 
user feedback for a search mechanism, where said search mechanism is adapted to 
perform a search in response to user inputs and where at least one user has access to 
said search mechanism (Biebesheimer: abstract, L1-23; Examiner's Note (EN): a 
query is a search), said method comprising: monitoring of said search mechanism for 
user behavior data regarding an interaction of one of said at least one users with said 
search mechanism to perform a search (Biebesheimer: abstract, L17-26; page 1, par 
2, L1-7; page 6, pars 49-50; EN: monitoring user interactions is monitoring user 
behavior data); monitoring said search mechanism for search mechanism response 
data regarding said search (Biebesheimer: page 2, pars 16-18; EN: modifying and 
generating an output response based on the query is monitoring for search mechanism 
response data (output response)); determining context data describing said search 
(Biebesheimer: abstract, L1-12; page 3, par 29, L13-26; page 3, par 30, L1-13); and 
determining user feedback data describing said search (Biebesheimer: page 2, par 18, 
L5-13; page 4, par 41; page 6, par 49-50; EN: user interaction (feedback) describe the 
query (search)). 
Claims 2 and 14 
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Biebesheimer anticipates said search mechanism is a web browser 
(Biebesheimer: page 3, par 33, L14-17) and where said user behavior data comprises 
data concerning the firing of one or more events, where each of said events is fired 
when a corresponding user behavior occurs (Biebesheimer: page 3, par 19, L1-15; 
page 3, par 30; EN: modifying the user interface based on the interactions made by the 
user (behavior) is firing an event when a user behavior occurs). 
Claims 3 and 15 

Biebesheimer anticipates said corresponding user behavior is selected from the 
group comprising: entering a search query; said user navigation to a new page using a 
hyperlink; said user navigation to a new page using a history list; said user navigation to 
a new page using an address bar; said user navigation to a new page using a favorites 
list; user scrolling behavior; user document printing behavior; said user adding a 
document to said favorites list; said user switching focus to a different application; said 
user switching focus back from a different application; and said user closing a window 
(Biebesheimer: abstract, L1-12; page 3, par 30; page 8, par 67; Fig. 1; EN: receiving a 
user query). 
Claims 4 and 16 

Biebesheimer anticipates said search mechanism is a web browser 
(Biebesheimer: page 3, par 33, LI 4-1 7) and where said search mechanism response 
data regarding said search comprises a results list (Biebesheimer: page 2, par 18; 
page 9, par 73; EN: the response set is a results list). 
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Claims 9 and 21 

Biebesheimer anticipates said context data describing said search comprises 
user behavior data (Biebesheimer: abstract, L4-12; page 4, par 35, L1-9; page 5, par 
41, L7-17; page 12, claim 9; user interaction data is user behavior data). 
Claims 10 and 22 

Biebesheimer anticipates said user feedback data comprises explicit user 
feedback (Biebesheimer: page 5, par 41, L7-17; page 6, par 50; page 12, claim 7; EN: 
present user interaction data is explicit feedback). . 
Claims 11 and 23 

Biebesheimer anticipates said user feedback data comprises implicit user 
feedback based on said user behavior data (Biebesheimer: page 2, par 19, L3-12; 
page 12, claims 7 and 12; EN: history of user interaction feedback is implicit user 
feedback). 
Claim 12 

Biebesheimer anticipates a computer-readable medium having computer- 
executable instructions to perform the method of claim 1 (Biebesheimer: page 13, 
claim 20). 
Claim 24 

Biebesheimer anticipates a method for testing a relevance model, where said 
relevance model provides a prediction for user satisfaction with a search performed on 
a search mechanism (Biebesheimer: abstract, L1-12; page 2, par 16, L3-12; page 3, 
par 30; EN: providing results based on the relevance to the user query is predicting data 
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for user satisfaction), and where said search mechanism is adapted to perform a search 
in response to user inputs and where at least one user has access to said search 
mechanism (Biebesheimer: abstract, L1-12), said method comprising: monitoring of 
said search mechanism for user behavior data regarding an interaction of one of said at 
least one users with said search mechanism to perform a search (Biebesheimer: 
abstract, L17-26; page 1, par 2, L1-7; page 6, pars 49-50; EN: monitoring user 
interactions is monitoring user behavior data); monitoring said search mechanism for 
search mechanism response data regarding said search (Biebesheimer: page 2, pars 
16-18; EN: modifying and generating an output response based on the query is 
monitoring for search mechanism response data (output response)); determining 
context data describing said search (Biebesheimer: abstract, L1-12; page 3, par 29, 
L13-26; page 3, par 30, L1-13); determining user feedback data describing said search 
(Biebesheimer: page 2, par 18, L5-13; page 4, par 41; page 6, par 49-50; EN: user 
interaction (feedback) describe the query (search)); and comparing said user feedback 
data with said prediction from said relevance model (Biebesheimer: page 3, par 30; 
EN: presenting the user with the data that most fit (relevance model) the user's most 
important context choices (feedback)) in the current query). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 5-8 and 17-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Biebesheimer as set forth above in view of http://Whatis.techtarget.com (State 

Machine; referred to as Whatis). 

Claims 5 and 17 

Biebesheimer does not teach tracking, using a state. machine comprising at least 
two states describing progress through said search, which of said states said search is 
in. 

Whatis teaches tracking, using a state machine comprising at least two states 
describing progress through said search, which of said states said search is in (Whatis: 
pages 1 and 2; EN: a state machine describes the transitions (progress) from one state 
to another in a system based on the inputs received and outputs produced. If a state 
machine is used to implement a search system, the state machine will describe in which 
state the search is in). 

It would have been obvious to one of ordinary skill in the arts at the time of the 
applicant's invention to modify the teachings of Biebesheimer by using a state machine 
to describe the state of the search as taught by Whatis for the purpose of having a 
mapping between the state of the search and the inputs received and the outputs 
produced by the system. 
Claims 6 and 18 

Biebesheimer teaches said context data describing said search comprises state 
data regarding which of said states were tracked during said search (Biebesheimer: 
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abstract, L4-12; page 3, par 29, L13-24; EN: the inputs given by the user will drive the 
system to the next state). 
Claims 7 and 19 

Biebesheimer teaches least one transition between said states in said state 
machines is at least partially dependent on explicit user feedback (Biebesheimer: 
abstract, L4-12; page 3, par 30, L1-17; page 12, column 1, L3-8, page 12, claim 7; 
present user interactions or queries are explicit user feedback that will define a 
transition in the system). 
Claims 8 and 20 

Biebesheimer anticipates said context data describing said search comprises 
said explicit user feedback (Biebesheimer: abstract, L4-12; page 5, par 41, L7-17; 
page 12, column 1 , L3-8; EN: the context is associated with the query (explicit 
feedback)). 

Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Biebesheimer US Patent #6,853,998 

Delgado et al US Patent #6,801 ,902 



6. 



Claims 1-25 are rejected. 
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